The Complete Guide To
Trademark Registration:

Safeguard Your Business
Identity

This comprehensive guide from Dunlap, Bennett & Ludwig provides valuable insights on federal
trademark registration to protect your business identity. Whether you're a startup or established
enterprise, understanding trademark law is crucial for your intellectual property success and
longevity. The guide covers defining trademarks, types of marks, the importance of registration,
navigating trademark classes, and the step-by-step registration process.
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Section 1: Understanding Trademarks:
Cornerstone Of Brand Protection

Defining Trademarks in a Business Context

A trademark is an indicator that business organizations, use to identify their goods and services,
and help distinguish those goods and services from that of other businesses. It is one form of
intellectual property and the IP that represents your business’ goodwill in the marketplace.

Consider for a moment the image of the golden arches of McDonald's or Nike's swoosh.
Trademarks personify instant recognition and deliver a message to the consumer that if they buy
a product with a trademark on it, they are guaranteed to get the same quality and caliber of
product from that business each time. Trademark are more than simple symbols; they are
dignified assets that encapsulate their owners' reputation and goodwill.

The Diverse Family of Trademarks

Word Marks Design Marks Composite Marks
Known as “standard Otherwise known as logo These comprise both
character” marks, they marks, these are some words and designs. An
consist of words, letters, or kind of visual symbols or illustration of this type of
numlbers. Examples designs. Consider the mark is the Starbucks logo,
include "Coca-Cola’ or Twitter bird or the Apple where the text goes

"IBM." Their strength is Computers logo as around a siren figure.
directly related to their examples. They enable

level of distinctiveness and brands to express identity

memorability. without words.

Case Study: The Power of Strategic Trademark Use

One of the best examples of the impact of effective trademark strategy is the | @ NY" logo. New
York City was faced with a maligned image and wanted to increase its tourism business at the
height of the 1970s. It engaged graphic designer Milton Glaser to create its tourism campaign logo.
What Glaser came out with was simple in form, very powerful, and conceived during that instant of
inspiration on a taxi ride—it transcended to become one of the most recognized and imitated
trademarks worldwide.

Though this trademark refreshed the tourism business in New York, it became a cultural icon. The
use of this name on merchandise generated tremendous licensing revenue for the state. The
example, more importantly, shows how a well-protected trademark has the potential to transcend
the intention of any original or primary usage into a multi-faceted valuable asset.
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Section 2: The Importance
Of Trademark Registration

1. Legal Protection

A trademark registration confers enhanced legal protection against
unauthorized use. Registration of a mark under the Trademark Act
provides the exclusive right to use the mark nationwide in connection
with the goods or services for which it has been registered. The
Trademark Act also streamlines certain evidentiary procedures
needed to enforce your mark against infringers.

Example: How to Safeguard Your Trademark

Suppose you own a technology company by the name of "InnoTech
Solutions” and have registered its trademark. Now, if some other
business working in the same industry starts using some relatively
similar name, such as “InnovaTech Solutions,” and applies to register
this mark, the U.S. Patent and Trademark Office (“USPTO") would likely
refuse to register the INNOVATECH SOLUTIONS, allegingconfusion in the
marketplace.

2. Brand Recognition and Trust

A trademark develops brand recognition and contributes to consumer
trust in the product, signaling that the business is firmly positioned and
legitimate, factors that could help outshine the competition and
entice customers to choose this product with a recognized brand. A
federal registration facilitates the brand owner’s ability to ensure that
no third-party attempts to steal this brand recognition by adopting a
similar mark.

Statistical Insight: Impact of Brand Recognition

According to an INTA study, 68% of consumers report that they are
more likely to choose a brand name with which they are familiar
compared to a brand name with which they are not familiar. Larger-
than-life statistics like these should bring home real values attributed
to a well-protected and promoted trademark in relation to your
business.




3. Valuation of Assets

The trademark is an intangible asset, very well capable of important appreciation over time. As
your brand grows, so does the value of your trademark. This could be particularly useful in
scenarios like business valuation for investment, mergers and acquisition, licensing opportunities
and secured financing, to name a few.

Financial Point of View: Trademark as an Asset of Value

Trademark as an Asset of Value As a case in point, according to Interbrand's Best Global Brands
2020 report, the value of the Coca-Cola trademark is worth over $56 billion. Of course, few
businesses will ever invest to this degree, but it does demonstrate just how much a trademark
might potentially be worth to a business.

4. Nationwide Protection

A federal registration with the USPTO will provide the mark with nationwide protection throughout
the United States. If your mark is not federally registered, your geographical rights are confined to
the area where you use your mark in commerce.

Real-World Scenario: The Importance of Geographic Protection

Imagine a business called "Fromage Fantastique,” a small artisanal cheese shop in Vermont. It is
very successful locally. If the Vermont shop has not federally registered its mark, a similar business
might open in California with the same name. It might be a completely intentional example of
trademark infringement intended to capitalize on the success of our Vermont shop, or it might be
truly innocent. Consumer confusion would result, and opportunistic financial loss, if the Vermont
shop wanted to go national. Federal registration prevents this type of situation by preventing the
California entity from registering its confusingly similar name and enabling the Vermont business
to sue the California business for trademark infringement when the Vermont business expands into
California.



Section 3: Navigating the Trademark Class
System

Understanding Trademark Classes: More Than Just Categories

When it comes to trademarks, one size doesnt fit all. The USPTO uses a classification system that
might remind you of a well-organized library. Just as books are categorized by genre, trademarks
are divided into 45 different classes - 34 for goods and 11 for services. This system is international
and used in most trademark offices around the world.

The Method Behind the Madness

This classification system serves several important purposes:

e Streamlining Searches: When conducting a trademark search, classes help narrow down the
field by limiting the search results, making it easier to identify potential conflicts within a more
limited and relevant field of marks.

e Defining Protection Scope: Classification is an administrative scheme that helps limit the scope
of the goods and/or services listed in a registration.

A Word of Caution: The Multi-Class Application Trap

Now, you might be thinking, "Great! I'l just register in all 45 classes and be done with it." Not so fast
in the U.S. where each class in a trademark application requires a separate bona fide intent to use
the mark in commmerce or separate evidence of use. Therefore, one needs to be strategic in
selecting classes in which to apply for federal registration in the USPTO. Choose the classes that
align with your current business activities and realistic future expansions.

Navigating the Class System: Tips from the Trenches

e Do Your Homework: Before filing, thoroughly research which classes best fit your goods or
services. The USPTO's Trademark ID Manual can be a helpful resource.

e Think Ahead, But Be Realistic: Consider potential business expansions, but don't overreach.
Remember Sarah and the power tools!

e Consult an Expert: The class system can be complex. When in doubt just list the actual good
and services in the application description and allow the examiner to determine the proper
classification.

e Monitor Your Classes: As your business evolves, you may need to file new applications in
additional classes. Keep your trademark portfolio aligned with your business activities.

Understanding the class system is like learning the rules of the road before you drive. It might seem
tedious at first, but it's essential for safely and effectively navigating the trademark landscape. In
the next section, we'll dive into the step-by-step process of actually filing your trademark
application. Buckle up - it's going to be an informative ride!



Section 4: How To Register Your Trademark:

Conduct Thorough Research

You will have to conduct an extensive search for the trademark you want to apply for
before registration to ensure that your selected mark has not been previously
adopted by another business or it is not likely to be confused with any similar
registered marks. Failure to conduct this search could result in a wasted application
and application fee that will never register. A search can be conducted in a
trademark electronic database on the USPTO website, known as TESS.
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Pro Tip: How to Effectively Search the USPTO Database
When searching, do not get fixed on the literal search for exact, identical marks.
Different variations of your mark should be taken into consideration, such as
misspellings or phonetic similarities in the name and logo because marks similar to
your mark can be considered likely to cause consumer confusion and be
unregistrable.
Get Ready for Your Application
Your application’s success is pegged on the preparation and assembling of all
information required. You will need:
e Legal name, domicile and address of the owner of the trademark
e The mark represented clearly
e A detailed description of the goods or services that the mark identifies
e The basis for filing, either use or intent to use in commerce or based upon a

5 foreign application or registration for the same mark.
Checklist: Essential Information for your Trademark Application
X Legal Name, domicile and Address of the Owner
X Image or Description of the Trademark
X Detailed Description of the Goods/ Services
X Filing Basis: Use in Commerce/Intent to Use/foreign application or registration
X Applicable Fees
Submit Your Application
You can submit your application online through the USPTO's Trademark Electronic
Application System (TEAS). Be prepared to pay the appropriate filing fee associated
with the type of application.

3 Legal Insight: Choosing the Right TEAS Form

The USPTO offers two types of TEAS forms to file an application: TEAS Plus and the TEAS
Standard. While TEAS Plus has lower filing fees, it comes with much stricter
requirements such as using only stock descriptions of goods . TEAS Standard
provides more flexibility, albeit with additional costs in the nature of higher filing fees.
Your choice should be grounded on how complex your mark is and how well you
know your way around the process.



Follow Up on Your Application

The USPTO will review your application after submission. The process usually takes at
least 8-9 months until the examiner first examines the application and is ready to
issue his or her first office action. During that period, an examining attorney will verify
that your application meets all the legal requirements for registration.

Timeline of What to Expect

e Initial Review: 8-9 Months
e Examination Period: 3-6Months
e Publication in Official Gazette: 30 Days + PTO processing time

e Final Registration: 1-1.5 Years (if there are no oppositions or office actions)

Response to Office Actions

The examining attorney will raise any identified issues in “Office Actions” with a brief
explanation regarding the issue and how to resolve it, though the explanation could
still sound very technical. There will be a three-month period, extendable to six
months, in which to respond to the issues raised in the Office Action.

Office Actions may involve minor administrative matters or thorny legal objections. At
this stage, it is usually ripe to seek the advice of a trademark attorney. A good
attorney can guide you through a garden of complex legalese and craft responses
that will get your application moving forward.

Publication and Registration

If your application passes the examination, it will be published in the USPTO's Official
Gazette for 30 days. This provides the opportunity for third parties to oppose such
registration should it be found to be injurious to their interest. Assuming no
oppositions are filed, your trademark will proceed to registration or, if it is based upon
intent to use, it will be allowed and an extendable six-month period will be set for
requiring the Statement of Use before registration can be granted. The Statement of
Use is a formal submission of evidence of how the mark is being used in U.S.
commerce.

Once your trademark is registered, celebrate this milestonel! It's a significant step in
protecting your brand and ensuring your long-term success.



Conclusion: Securing Your Business's
Future

Trademark registration is the most significant step an organization can take in protecting its brand
in the long run. Though the dealings are a bit hectic, the results return far more than the investment
one puts in at the initiation. A registered trademark provides great value to the business, increasing
consumer trust and opening doors for expansion and licensing opportunities..

At Dunlap Bennett & Ludwig, we have helped numerous enterprises properly set up and utilize their
intellectual property. We therefore motivate you to consider registration of a trademark not just as
a formality but more of a business decision to make a strategic difference in long-term success.

Remember, in business, your brand is your promise to your customers. Protecting that promise by
registration of your mark is one of the wisest investments to be made in the future of your
company.

For personalized advice on trademark registration or other matters concerning intellectual
property, feel free to contact our accomplished team at Dunlap Bennett & Ludwig. Our team
devotes all the efforts to make you receive the best guidance and support for overcoming all the

dilemmas conceived by trademark law, so your business grows and flourishes with a strong
foundation.

Contact us today to schedule your low-cost consultation and
turn your innovative vision into a commercial reality.

® To learn more about Dunlap Bennett & Ludwig and how we can help you, call today at
888-306-4030 or email us at clientservices@dbllawyers.com.

Schedule Your Trademark Consultation
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