Trademark Maintenance
Securing Brand Protection

Registering your trademark is a crucial first step in protecting your brand, but it's only the
beginning. To ensure long-term protection and maintain the exclusive rights to your trademark,
ongoing maintenance is essential. This guide will walk you through the importance of trademark
maintenance, the steps involved, and practical tips for small businesses to keep their trademarks
in good standing.

It's important to note that while this guide provides valuable information, trademark maintenance
requirements can vary depending on the type of registration (Principal Register vs. Supplemental
Register) and the basis for registration (use in commerce vs. intent to use). For guidance specific to
your circumstances, we recommend consulting with a qualified trademark attorney.



Section 1: The Critical Importance of Trademark
Maintenance

Why Trademark Maintenance Matters

Trademark maintenance is essential for preserving the legal protections and exclusive rights
granted by your trademark registration. Without proper maintenance, your trademark could
become vulnerable to cancellation, infringement, or dilution, potentially undermining your brand's
identity and value.

Failure to maintain a trademark registration can have severe consequences:

1. Cancellation of the registration, leaving the mark vulnerable to use by others

2. Loss of exclusive rights to use the mark in connection with your goods or services
3. Difficulty in enforcing the mark against infringers

4. Potential loss of goodwill associated with the brand
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. In some cases, allegations of abandonment of the mark
Case Study: The Consequences of Neglecting Trademark Maintenance

Consider the case of a small business that registered a unique logo for their artisanal coffee shop.
Over time, the business expanded, and the logo became well-recognized. However, the owner
neglected to file the necessary maintenance documents, resulting in the cancellation of the
trademark registration.

Consequences:
Competitors began using similar The business lost its presumption
logos, causing consumer of nationwide rights
confusion
When trying to expand to new The business had to rebrand,
locations, the business faced legal losing years of built-up goodwill
challenges from other users of and recognition
similar marks

This case underscores the importance of diligent trademark maintenance for protecting your
brand's value and market position.



Section 2: Key Trademark Maintenance
Requirements

1. Filing Maintenance Documents

To maintain your federal trademark registration, you must file specific documents with the U.S.
Patent and Trademark Office (USPTO) at regular intervals:

a) Declaration of Continued Use (Section 8)

e Must be filed between the 5th and 6th years after the registration date
e Must be filed again between the 9th and 10th years after the registration date
e Must be filed every 10 years thereafter

e There is a six-month grace period for these filings, but late fees apply
b) Combined Declaration of Use and Application for Renewal (Sections 8 and 9)

e Required every 10 years after registration
e Confirms continued use and renews your trademark registration

e Also has a six-month grace period with late fees

Note: Requirements may differ for marks registered on the Supplemental Register or based on
foreign registrations.

2. Monitoring for Infringement

Regularly monitor the marketplace for potential infringements on your trademark. This includes
watching for new trademark applications, domain names, and business names that may be
similar to your trademark.

Legal Obligation: Trademark owners have a duty to police their marks. Failure to do so can result in
a weakening of trademark rights or even allegations of abandonment. However, trademark
policing must be done carefully to avoid claims of trademark bullying or misuse of rights.

Tip: Using Trademark Watch Services Consider subscribing to a trademark watch service that
alerts you to potential infringements. These services can help you take timely action to protect your
trademark rights.



3. Updating Your Trademark Information

If there are any changes to your business, such as a change in ownership or address, it's crucial to
update your trademark registration accordingly. Failure to do so could lead to complications in
enforcing your trademark rights or even cancellation of the registration.

Pro Tip: Keep Accurate Records Maintain detailed records of your trademark use, including:

e Samples of how the trademark is used in commerce
e Salesrecords
e Advertising and promotional materials

e Customer testimonials

This documentation can be invaluable if you need to prove continued use or defend against
challenges to your mark.

Section 3: Practical Tips for Small Businesses

1. Create a Trademark Maintenance Calendar

Establish a calendar with reminders for all key trademark maintenance deadlines. This ensures you
never miss d filing date and helps you stay organized.

Example: Sample Maintenance Calendar

e Year5: File Declaration of Continued Use (Section 8)

e Year 9: Begin preparation for Combined Declaration of Use and Application for Renewal

e Year10: File Combined Declaration of Use and Application for Renewal (Sections 8 and 9)
e Every 6 months: Conduct trademark usage audit

e Ongoing: Monitor for infringements and update trademark information as needed



2. Conduct Reqgular Trademark Audits

Periodically review your trademark portfolio to ensure all your trademarks are in good standing.
This includes:

Checklist: Trademark Audit

e Verify upcoming maintenance deadlines

e Confirm accurate ownership and address information

e Assess the need for new trademark applications

e Review documentation of trademark use

e Evaluate the strength of your marks in the current marketplace

e Check for any unauthorized uses or potential infringements

3. Seek Professional Assistance

Consider working with a trademark attorney to help manage your trademark maintenance. While
non-attorney trademark services exist, only attorneys can provide legal advice, which is crucial for:

e Responding to USPTO office actions
e Defending against challenges or oppositions
e Developing enforcement strategies

e Navigating complex maintenance issues

Resource: Finding a Trademark Attorney The USPTO offers a searchable database of registered
patent attorneys and agents. You can also seek recommendations from state bar associations or
industry networks.



Section 4: Addressing Common Trademark
Maintenance Challenges

1. Handling Non-Use

If you temporarily stop using your trademark, you may still maintain your registration by filing a
Declaration of Excusable Nonuse. This requires showing special circumstances that excuse the
nonuse and is not a mere intent to resume use.

Important: The USPTO scrutinizes these declarations closely, and acceptance is not guaranteed.
Consult with a trademark attorney if you find yourself in this situation.

Example: Documenting Excusable Nonuse If you close a retail location due to a natural disaster
but plan to reopen, keep detailed records of:

e The circumstances leading to closure
e Your concrete plans for reopening
e Any continued marketing or brand presence during the closure

e Steps taken to resume use of the trademark

2. Responding to Office Actions

If the USPTO issues an office action during the maintenance process, it's crucial to respond
promptly and accurately. Office actions may request additional information or clarification to
maintain your trademark registration.

Pro Tip: Understanding Office Actions Office actions can be complex legal documents. It's highly
advisable to consult with a trademark attorney to help you respond effectively and avoid potential
pitfalls that could jeopardize your registration.

3. Defending Against Challenges

Your trademark may face challenges from third parties, such as opposition or cancellation
proceedings. Staying vigilant and prepared to defend your trademark rights is crucial.

Tip: Building a Strong Defense Maintain comprehensive records of your trademark use, including:

e Advertising materials
e Salesrecords
e Customer testimonials

e Evidence of your policing efforts

This evidence can strengthen your defense in case of a challenge and demonstrate the continued
strength and validity of your mark.



Conclusion

Trademark maintenance is a critical component of protecting your brand and ensuring its long-
term success. By understanding the importance of maintenance, staying organized with key
deadlines, and proactively monitoring for infringements, small businesses can safeguard their
trademarks and preserve their brand identity.

Remember, while this guide provides valuable information, trademark law is complex and can vary
lbased on specific circumstances. Always consult with a qualified trademark attorney for advice on
your particular situation.

For more information and resources on trademark maintenance, visit the U.S. Patent and
Trademark Office (USPTO) website at USPTO.gov.

Contact us today to schedule your low-cost consultation and
turn your innovative vision into a commercial reality.

® To learn more about Dunlap Bennett & Ludwig and how we can help you, call today at
888-306-4030 or email us at clientservices@dbllawyers.com.

Schedule Your Trademark Consultation
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Disclaimer

This guide provides general information about trademark maintenance and is not legal advice. Trademark law is complex
and can vary based on specific circumstances. Always consult with a qualified trademark attorney for advice on your
particular situation.
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